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DETAILED ACTION 



Response to Arguments 

1 . The Examiner ad^nowledges the cancellation of claims 1 -24, and the 
presentation of new claims 25-46. 

2. Applicant's arguments filed 04/09/2009 have been fully considered but they are 
not persuasive. 

3. Applicant traverses the Examiner's combination of Xue in view of Nelson, by 
arguing that a skilled artisan would not have been motivated to combine the references 
to teach the use of coated or sized paper in the Xue method. Applicant argues that 
such motivation would consist of hindsight reasoning because Nelson teaches away 
from the use of inorganic solid pigments. The Examiner respectfully disagrees. 

4. The Applicant's citations of Nelson (column 1 lines 45-59) are correct in that they 
teach that Nelson has created a preferred method of producing high gloss paper that is 
different than the use of inorganic solid pigments, but Nelson does teach that the use of 
inorganic solid pigments is the conventional method. Nelson details how finely divided 
inorganic solids has been used in the past as a high glossing agent to solve the same 
problem, and even cites prior art in which the inorganic solid pigments are partially 
replaced with thermoplastic materials similar to his preferred embodiment. Nelson's 
preferred embodiment of gloss additives without inorganic pigments does not teach 
away from their use as argued by the Applicant. Nelson is simply providing what he 
considers an improvement to the old process, not a teaching away from it. One of 
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ordinary skill in tine art would understand that the use of inorganic pigments as high 
gloss agents have been used in the past as either the majority (conventional art) in part 
(the phor art of Heiser, USP 3,779,800 referenced provided by Nelson) or not at all (the 
preferred embodiment of Nelson. 

5. "The use of patents as references is not limited to what the patentees describe 
as their own inventions or to the problems with which they are concerned. They are part 
of the literature of the art, relevant for all they contain." In re Heck, 699 F.2d 1 331 , 1 332- 
33, 216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re Lemelson, 397 F.2d 1006, 
1009, 158 USPQ 275, 277 (CCPA 1968)). 

6. The rejection in the previous Office Action relied on Nelson to teach that a coated 
or sized paper can be treated in order to obtain a high gloss product. This aspect is 
clearly taught. Xue teaches that the dispersion can be used to coat paper (column 18 
line 10) but does not explicitly teach that the paper is treated or sized prior to treatment 
(Xue does inherently teach the addition of starch as a neutral protective colloid, column 
9 line 12 which would read on the limitation of a sizing agent). The combination of 
references is to clarify that a coated paper can be treated with an aqueous dispersion, 
and that is clearly taught by the combination of Xue and Nelson. 

7. Applicant further argues that Nelson teaches that the use of inorganic solid 
pigments would constitute additional operation steps of super calendering. The 
Examiner takes the stance that even if these additional steps are added to the process, 
the references would still read on the claimed invention due to the use of the transitional 
phrase "comprising," which is open ended (MPEP 21 1 1 .03). 
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8. Applicant furtlier argues tliat tine combination of Nelson and Xue would not 
achieve the claimed invention due to a showing on unexpected results. Applicant 
argues that there is an increase of Dry Picking Resistance, Wet Picking Resistance, and 
Picking Resistance from their claimed method over the conventional examples. 

9. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e.. Picking Resistance) are not recited in the rejected claim(s). Although the claims 
are interpreted in light of the specification, limitations from the specification are not read 
into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 USPQ2d 1057 (Fed. Cir. 
1993). 

1 0. Finally, Applicant argues that the statutory double patenting rejection of claim 3 is 
improper because USP 7,094,830 does not teach the same invention. Applicant argues 
that the instant application is directed to a method of treating a "paper selected from the 
group consisting of a coated paper and a sized paper." The addition of this new 
limitation to the independent claim overcomes the statutory double patenting rejection. 

1 1 . New grounds of rejection, necessitated by the amendments, are presented in the 
following section. 



Claim Objections 

1 2. Claims 34-36 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
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in proper dependent form, or rewrite tine claim(s) in independent form. Claims 34-36 all 
depend from claim 15 which has been canceled. For purposes of continued 
examination the Examiner is assuming that the claims depend on claim 25. 



Claim Rejections - 35 USC § 103 

1 3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

14. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

15. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 



not commonly owned at the time a later invention was made in order for the examiner to 
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consider tlie applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

16. Claims 25-27. 30-34. 36-37. 40-44. and 46 are reiected under 35 U.S.C. 103(a) 
as being unpatentable over Xue et al. WO 03/000760 A1 as represented by its English 
equivalent USP 7.094.830 B2 in view of Nelson. USP 4.198.471 . 

1 7. Regarding claim 25, Xue et al teach a process for the treatment of paper 
surfaces (column 18 line 10), wherein the surface of the paper is coated with particles 
(composite particles) which are composed of polymer and finely divided inorganic solid, 
the weight average particle size of the finely divided inorganic solid being < 100 nm 
(column 4 lines 3-9 and 26-27). 

18. Regarding claim 25, Xue remains as applied previously, and while teaches the 
use of the solution to treat paper (column 18 line 10), Xue does not explicitly teach that 
the paper used is a coated or sized paper. 

1 9. In the same field of endeavor of treating paper. Nelson teaches that the paper 
treated by an aqueous solution including inorganic partials is a coated or sized paper 
(sized, column 4 line 12). 

20. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine Nelson's use of a sized paper in the Xue method for the benefit of 
treating a paper that has been sized to control the paper's water absorbency and 
printability. 
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21 . Regarding claim 26, Xue further teaches that the composite particles are applied 
in the form of aqueous composite particle dispersion to the paper (column 4 lines 10-19 
and column 18 line 10). 

22. Regarding claim 27, Xue further teaches that the aqueous composite particle 
dispersion was prepared by a process in which at least one ethylenically unsaturated 
monomer is dispersed in an aqueous medium and polymerized by means of at least 
one free radical polymerization initiator in the presence of at least one dispersed, finely 
divided inorganic solid and at least one dispersant by the aqueous free radical emulsion 
polymerization method (column 4 lines 10-19), a) a stable aqueous dispersion of the at 
least one inorganic solid being used, which dispersion, with an initial solids 
concentration of> 1% by weight, based on the aqueous dispersion of the at least one 
inorganic solid, still contains more than 90% by weight of the originally dispersed solid in 
dispersed form one hour after its preparation and whose dispersed solid particles have 

a weight average diameter of <_100 nm (see column 4 lines 20-27), b) the disperse solid 
particles of the at least one inorganic solid having an electrophoretic mobility which 
differs from zero (nonzero, column 4 line 29) in an aqueous standard potassium chloride 
solution at a pH which corresponds to the pH of the aqueous dispersing medium before 
the beginning of the addition of the dispersants (column 4 lines 28-32), c) at least one 
anionic, cationic and nonionic dispersant being added to the aqueous solid particle 
dispersion before the beginning of the addition of the at least one ethylenically 
unsaturated monomer (column 4 lines 33-36), adding the at least one free-radical 
polymerization initiator and 0.01 to 30% by weight of the total amount of the at least one 
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ethylenically unsaturated monomer present within the aqueous emulsion polymerization 
mixture (inherent form claim 1 ) and polymerizing to a conversion of at least 90% 
(column 4 lines 37-40) and e) the remaining amount of the at least one monomer then 
being added continuously under polymerization conditions at the rate at which it is 
consumed (column 4 lines 41-43). 

23. Regarding claims 30 and 40, Nelson teaches that the paper treated by an 
aqueous solution including inorganic partials is a sized paper (sized, column 4 line 12). 

24. Regarding claims 31 and 41 , Xue further teaches that the finely divided inorganic 
solid is at least one selected from the group consisting of silica, alumina, hydrated 
aluminum oxide, calcium carbonate, magnesium carbonate, calcium orthophosphate, 
magnesium orthophosphate, iron(ll) oxide, iron(lll) oxide, iron(ll/lll) oxide, tin oxide, 
cerium dioxide, yttrium(lll) oxide, titanium dioxide, hydroxyapatite, zinc oxide and zinc 
sulfide (column 5 line 4 - column 6 line 22). 

25. Regarding claims 32 and 42, Xue further teaches that the polymer can be formed 
into a film (column 17, line 63). 

26. Regarding claims 33 and 43, Xue further teaches that the treated paper is 
subjected to pressures and/or temperatures such that the polymer forms a film (column 
16 line 15 and column 18 line 10). 

27. Regarding claims 34, 36, 44, and 46, these claims are product by process 
claims, see MPEP § 21 13. Even though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself (i.e., 
differences in product characteristics), and not on its method of production. In the 
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present instance, all that is claimed is a paper, which is shown by Xue (column 18 line 
10). Alternatively, Nelson teaches a sized paper that has been treated which will also 
read on the limitation of a sized or coated paper that is manufactured. 

28. Regarding claim 37, Xue teaches a method of coating paper (column 1 8 line 1 0) 
comprising utilizing an aqueous dispersion which is obtained by mixing an aqueous 
polymer dispersion with at least one dispersed, finely divided inorganic solid which has 
a weight average particle diameter of 100 nm (column 4 lines 48-59). 

29. Claims 28. 35. 38. and 45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Xue et al. WO 03/000760 A1 as represented by its English equivalent 
USP 7.094.830 B2 in view of Nelson. USP 4.198.471 and in further view of Auhorn et 
al. USP 4.908.240. 

30. Regarding claims 28 and 38, Xue remains as applied previously, and while 
teaches the use of the solution to treat paper (column 18 line 10), Xue does remains 
silent on the ratios of solution to product to use in the treatment. 

31 . In the same field of endeavor of treating paper, Auhorn et al teach that the 
amount of composite particles or of a mixture of dispersion polymer and finely divided 
inorganic solid is from 0. 1 to 100 g/m^ of paper (0.5-4, abstract and claim 1). 

32. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine Auhorn's ratios in the Xue method for the benefit of using a 
smaller amount of solution to produce a lighter paper with good printability (column 9 
lines 3-8). 
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33. Regarding claims 35 and 45, Xue remains as applied previously, and while 
teaches the use of the solution to treat paper (column 18 line 10), Xue does not 
explicitly teach that the method of printing paper in the offset, flexographic and gravure 
printing process. 

34. In the same field of endeavor of treating paper, Auhorn et al teach that the 
method of printing paper in the offset, flexographic and gravure printing process (coated 
papers, column 9 line 20). 

35. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine Auhorn's use of the offset printing process in the Xue method for 
the benefit of processing the paper in a the common and known methods for producing 
a smooth paper that can be used for a wide variety of purposes. 

36. Claims 29 and 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Xue et al. WO 03/000760 Al as represented bv its English equivalent USP 
7.094.830 B2 in view of Nelson. USP 4.198.471 and in further view of Maiumdar et al. 
USP 6.346.370 B1 . 

37. Regarding claims 29 and 39, the prior art is silent on that the paper is coated 
prior to treatment (the previous combination of references teaches sized). 

38. In the same field of endeavor of treating paper with finely divided solid inorganic 
particles, Majumdar et al teaches treating a polypropylene coated photographic paper 
with finely divided solid inorganic solution (column 6 line 60). 

39. It would have been obvious to one of ordinary skill in the art at the time of the 
invention that the process taught by Xue can be performed on a coated paper as shown 
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by Majumdar for the benefit of utilizing a wide variety of starting materials to expand the 
impact of the invention to various paper markets. 



Double Patenting 

40. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

41 . Claim 27 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claim 1 of U.S. Patent No. 7,094,830. Although 
the conflicting claims are not identical, they are not patentably distinct from each other 
because the only difference is the newly added limitation of treating a coated or sized 
paper in the instant application. It would have been obvious to one of ordinary skill in 
the art at the time of the invention that dispersion of USP 7,094,830 could have been 
used to treat a coated or sized paper for the benefit of using the dispersion for a wide 



Application/Control Number: 10/553,075 Page 12 

Art Unit: 1791 

range of starting materials tliat can be interchanged witliout changing the process. This 
will increase the number of final products that can be created without changing the 
actual method of treatment. The use of a known material of either a coated paper or 

sized paper as the starting material is an obvious variation. 



Conclusion 

42. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JACOB T. MINSKEY whose telephone number is 
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(571)270-7003. The examiner can normally be reached on Monday to Friday 7:30-5:00 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steven Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JTM 

/Eric Hug/ 

Primary Examiner, Art Unit 1791 



